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Remarks 

Claims 31 is pending in the instant application. Claims 1-29 and 31-41 have been 
withdrawn. Claims 42 and 43 have been added. Support for claim 42 can be found on page 8, lines 
25-28 of the instant specification. Support for claim 43 can be found on page 9, lines 24-25 of the 
instant specification. No new matter has been added. 

Rejection of Claim 30 under 35 U.S.C. 8102fe) 

The Examiner has rejected claim 30 under 35 U.S.C. § 102(e) as being anticipated by U.S. 
2002/0055459 to Chopra et al (hereinafter “Chopra”)- Specifically, the Examiner alleges that 
Chopra teaches that the active site of B ACE may include, for example, both the actual site in which 
BACE binds the substrate, as well as accessory binding sites adjacent to or proximal to the actual 
binding site that nonetheless may affect the ability of BACE to bind and cleave the substrate, either 
by direct interference with the actual site of binding or by indirectly affecting the steric confonnation 
or charge potential of the BACE molecule, thereby preventing or reducing the ability of BACE to 
binding. 

It is well settled that "[a] claim is anticipated only if each and every element as set forth in 
the claim is found, either expressly or inherently described, in a single prior art reference." MPEP 
§2131 (quoting Verdegaal Bros. v. Union Oil Co. of Calif., 2USPQ2d 1051, 1053 (Fed. Cir. 1987)). 
"The identical invention must be shown in as complete detail as is contained in the . . . claim." Id. 
(quoting Richardson v. Suzuki Motor Co., 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). Therefore, 

Chopra must describe each and every element of claim 30, in order to anticipate these claims under 
Section 102(e). 

Applicants respectfully submit that Chopra does not teach each and every element of instant 
claim 30. Instant Claim 30 teaches a method of identifying a peptide that specifically binds to a 
BACE exosite which is a site other than the active site of BACE (see, for example, Example 2 of the 
instant specification). That is, the peptide identified by the method of instant claim 30 binds only the 
BACE exosite and not the BACE active site. In contrast, Chopra discloses the structiiral coordinates 
of the BACE exosite which may be used to identify peptides that interact with (1) the active site of 
BACE or (2) the active site of BACE and an accessory site of BACE (see paragraph 27). However, 
Chopra neither discloses any BACE accessory binding site nor any peptides that would bind said 
BACE accessory binding site or methods of identifying peptides that would bind a BACE accessory 
binding site. Additionally, Chopra does not disclose any peptides that bind the active site of BACE 
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that have been identified by the method of instant claim 30. As such, Chopra had not enabled one of 
ordinary skill in the art to make and use the instant invention. Therefore, Chopra does not anticipate 
instant claim 30 under 35 U.S.C. §102(e). 

In light of the foregoing arguments, Applicant believes the Examiner’s rejection of claim 31 
under 35 U.S.C. §102(e) has been overcome and respectfully requests that the Examiner withdraw 
this rejection in consideration of the arguments presented herein. 

The claims remaining under examination in the application are believed in condition for 
allowance. An early action toward that end is earnestly solicited. 



Respectfully submitted, 

Bristol-Myers Squibb Company 
Patent Department 
P.O. Box 4000 
Princeton, NJ 08543-4000 
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